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REMARKS 



h STATUS OF CLAIMS AND FORMAL MATTERS 

Claims 1 and 3-1 8 are now pending/ Claim 1 has been amended the number of carbons 
described for R 1 and claim 12 has been amended to refer to a web material instead of an article 
No new matter has been added. 

Support for the amendment to claim 1 can be found, e.g., on page 6, lines 23-24 of the 
specification. Support for the amendment to claims 12 and 14 can be found, e.g., on page 3, 
lines 23-27 of the specification. The applicants reserve the right to pursue the subject matter of 
claims 12-18 as were pending in the previous Office Action in a continuing application. 

It is submitted that the claims, herewith and as originally presented, are patentably 
distinct over the prior art cited in the Office Action, and that these claims were in full compliance 
with the requirements of 35 U.S.C. § 1 12. The amendments of the claims, as presented herein, 
are not made for purposes of patentability within the meaning of 35 U.S.C. §§§§ 101, 102, 103 
or 1 12. Rather, these amendments and additions are made simply for clarification and to round 
out the scope of protection to which Applicants are entitled. 
II. THE 35 U.S.C, S102(b) REJECTIONS HAVE BEEN OVERCOME 

MPEP 2131 states in part that "A claim is anticipated only if each and every element set 
forth in the claim is found, either expressly or inherently described, in a single prior art 
reference:' Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 
1053 (Fed. Cir. 1987)" and that "The identical invention must be shown in as complete detail as 
is contained in the., .claim.' 1 see Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 
USPQ2d, 1913, 1920 (Fed. Cir. 1989). The applicants respectfully request reconsideration of the 
anticipation rejections in light of the above amendments and arguments which follow. 
1. Claims 1, 3, 5-7, 10-12 and 18 were rejected as allegedly being anticipated by JP 10- 
251356 - abstract only ("the '356 reference"). 

The '356 reference is actually just an abstract of the *356 patent and this abstract only 
refers to one specific catalyst, i.e. 2-hydroxy-2-methyl-l-[4-(l-methylethyl)phenyl] - CAS Reg. 
No. [69673-85-4]. However, with the amendment of R 1 being an alkyl of 4 to 18 carbon atoms, 
this catalyst is no longer encompassed by the applicants' claims (also claim 3 also had the lower 
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limit of 4 carbon atoms and therefore should not have been included in the anticipation 

rejection). 

In addition, the '356 reference was directed to a composition "useful for sealing heat- 
sensitive electronic devices". However, the claims as amended specifically refer to abhesive 
compositions for use in a web material or to web materials themselves and one of ordinary skill 
in the art would not view the teaching in the '356 reference to be fully descriptive of the 
applicants 1 invention as presently claimed. 

Since all elements of the applicants claims are not present in the '356 reference, the 
anticipation rejection can properly be withdrawn. 

2. Claims 1 > 3-6, 10-12 and 1 8 were rejected as allegedly being anticipated over JP 62- 
125825 - abstract only ("the '825 reference"). 

The '825 reference differs from the applicants* amended claims in that the films of the 
'825 reference are not abhesive films which are suitable for incorporation into a web material nor 
is it clear that the composition of the '825 reference has at least one radiation-curable organo- 
polysiloxane having (meth)acrylic ester in the composition, i.e. even if it could somehow be 
shown that the '356 reference sets forth each and every element of the applicants' claims either 
expressly or inherently described, it certainly fails the second prong for anticipation for showing 
the invention in as complete detail as is contained in the applicants' claim. 

Since all elements of the applicants claims are not present in the '356 reference, the 
anticipation rejection can properly be withdrawn. 

Ill THE 35 LLS.C. SI 03(a) REJECTION HAS BEEN OVERCOME 

Claims 8, 9 and 17 were rejected as allegedly being obvious over JP 10-251356 and 
Claims 8 and 1 7 were rejected as allegedly being obvious over JP 62-125825. Applicants 
respectfully request reconsideration of this rejection in light of the claim amendments and 
arguments which follow. 

MPEP 2143.03 states in part that "To establish prima facie obviousness of a claimed 
invention, all claim limitations must be taught or suggested by the prior art." In re Royka, 490 
F.2d 98 1, 180 USPQ 580 (CCPA 1974)". However, as noted above in section II, all limitations 
have not been taught and therefore, there can be no holding of prima facie obviousness. As such, 
the obviousness rejection can properly be withdrawn. 
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IV. CLOSING 

In view of the foregoing, it is believed that the claims are now in condition for allowance. 
However, should any minor issue preclude a Notice of Allowance, please contact the 
undersigned so that the issue can be resolved via Examiner's Amendment.Favorable action is 
earnestly solicited. 



Respectfully submitted, 

FROMMER LAWRENCE & HAUG LLP 
Attorneys for Applicants 

By; /v4^</^*^/ C . /La--*-' 

Marilyn Brogan Howard C. Lee 
Reg. No. 31,233 Reg. No. 48,104 
(212)588-0800 
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